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Introduction 

§  This module describes what happens to applications in the European 
patent grant procedure. 

§  From filing through to grant and beyond, the file goes through a 
number of different stages. 

§  This presentation looks at these stages in the order in which they 
occur in the procedure. 
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Overview   ̶ grant procedure 

The procedure begins when an application for a European patent is filed 
with the EPO. During this filing phase: 

§  a date of filing is assigned 
§  formal requirements are checked  
 
Once the application complies with the filing requirements, it enters the 
search phase, where: 
§  a search for prior art is performed 
§  a search report and a written opinion are issued 
 
In the examination phase all the substantive issues relating to the 
application are assessed and the contents of the application are shaped 
into a form in which the patent can be granted ... or the application 
refused. 
 



Overview   ̶ post-grant procedures 

The post-grant procedures are: 
 
§ Opposition - where third parties may contest a granted patent 

§ Revocation and limitation - where patent proprietors may revoke their 
own patent or limit its scope 

§ Appeal - every adverse decision is subject to appeal, to guarantee a 
two-instance procedure 



The grant procedure step-by-step 

§  You have just seen an overview of the grant procedure. 

§ We will now have a look at the individual stages in the procedure in 
more detail. 
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Filing a patent application 

§  The first step is for the applicant to file a request for grant of a European 
patent. 

§  The application must be accompanied by the required documentation. 

§  Applications may be filed online. 



Request for grant of a European patent 



Filing a patent application 

§ Where?  EPO (Munich, The Hague, Berlin) (Art. 75 (1)a) EPC) 
  National Patent Offices (Art. 75 (1) b) and 77 EPC)  

 PCT (Art. 150 et seq. EPC) 
 
§ How?  Post (R. 35 EPC) 
  Fax 
  EPO online services 

 

§ Who?  Inventor/applicant (Art. 60 (1) und (3) EPC) 
 

 



Online filing 

2000 
 
The introduction of the EPO's electronic 
epoline service allows applicants to file 
patent applications via the internet. 
  
Online fee payment and  
file inspection follow in 2002. 
 
The online filing of oppositions and 
appeals is introduced in March 2009. 
 

 



Date of filing 
§  The date of filing is crucial because: 

–  it determines the state of the art 
–  it must be within the priority year if priority is claimed 
–  many deadlines depend on this date 

§  For applicants it is therefore essential to acquire a date of filing. 

§  The requirements are laid out in R. 40 EPC. 
–  indication that a European patent is sought  
–  identification of the applicant 
–  description or reference to a previously filed application 
 

§  For a date of filing to be accorded, the application may be filed in any language. 
No claims, fees or declaration of priority are necessary at this point ... 

... but they will be required later! 



Date of filing 

§  The application as originally filed will define any amendments to come. 

§  The application as originally filed consists of the documentation present 
at the date of filing 

§  This has impact on subsequent phases: search and examination may 
be restricted to the original scope of protection sought. 



Formalities examination 

§ Once the date of filing is accorded, the file must be complete. 
§  The following aspects are examined for compliance (R. 57 EPC): 
 

–  Translation of the application (Art. 14) 
–  Request for grant of a European (R. 41 EPC) 
–  One or more claims (Art. 78) 
–  An abstract (Art. 78) 
–  Filing fee (additional fee for the 36th and subsequent pages) and the 

search fee paid (R. 17(2), 36(3), 38 EPC)  
–  Designation of the inventor (R. 19(1)) 
–  Claim to priority (R. 52, 53 EPC)  
–  Representation (Art 133(2) EPC) 
–  Formal requirements (R. 46, 49 EPC) 
–  Nucleotide or amino acid sequences 



File constitution 

§  If all the information is present, a paper copy of the file is printed, 
containing at least: 

–  a description 
–  claims 
–  drawings (where available) 

§ Different codes are assigned depending on whether the application 

–  is a first filing, i.e. without any priority claim 
–  claims priority from a previous application 
–  is entering the European phase after the Patent Cooperation Treaty 

phase 
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Search 

Purpose of the search (Art. 92 EPC) 
 
§  To discover the state of the art at the relevant date. 
§  To prepare for substantive examination and to determine whether, and if 

so to what extent, the invention to which the application relates is new 
and involves an inventive step. 

 
Search documentation 
  
§  Internal and external documents 
§  Patent and non-patent literature 



Search phase 

§  The outcome of the search phase is: 

–  a search report listing the relevant prior art (Art. 92, R. 61 EPC) an 
opinion on whether the application and the invention to which it 
relates meet the requirements of the EPC (R. 62(1) EPC) 

 
§  The combination of these two documents is known as the extended 

European search report (R. 62 EPC). 
 



European search report 

The search report includes the 
citations of relevant 
documents. 

Categories are assigned (X, 
Y, ...) to indicate the relevance 
and type of citation. 

The opinion provides a written 
analysis of the patentability of 
the application, based on the 
cited documents. 



Publication 

§  Patent applications are published around 18 months from the date of 
filing or priority. 

 
–  These documents are known as A publications (Art. 93 EPC). 
 

§  Publication makes the contents of the application available to the public. 
It also 

–  provides provisional protection (Art. 67 EPC); 
–  enables third parties to submit observations (Art. 115 EPC); 
–  forms part of the state of the art (Art. 54(2)). 
 



Publication of the application 

§  If it is ready, the European search report may be published together with 
the application. 

§  If it is not ready, the application is published without it, and the search 
report is published separately. 

–  They can both be found in the publication server. 

§  The opinion is not published together with the search report (
R. 62 EPC) ... 

... but it is made available to the public as part of the written 
procedure via online file inspection. 
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Substantive examination 

§  For an application to be granted, all the requirements of the EPC must 
be met (Art. 97 EPC). 

 
§  The applicant may request examination up to six months after the 

mention of publication of the search report (R. 70 EPC). 



The examining division  
 

§  The examining division consists of 
three members (Art. 18 EPC). 

 
§  Each decision is the responsibility of 

the division as a whole. 

§  Examination is an ex-parte procedure 
in which only the applicant is 
involved. 

–  Third parties may only submit 
observations 



Substantive examination 

§  Substantive examination mainly deals with how the invention is 
disclosed and defined: 

•  Clear definition of the protection sought (Art. 84 EPC). 
•  Sufficient disclosure of the invention (Art. 83 EPC). 
•  Unity of invention (Art. 82 EPC). 

 
§  A patent may be granted for an invention which 

•  is new (Art. 54 EPC), 
•  involves an inventive step (Art. 56 EPC), 
•  has industrial applicability (Art. 57 EPC), 
•  ...and is not excluded from patentability (Art. 52-53 EPC). 
 



Substantive examination 

§  These requirements are examined using the cited prior art as 
documentation to back up the arguments. 

§  All objections raised must be reasoned and supported by evidence. 

§  Examination cannot therefore take place until after the search phase 
has been completed. 

 
 



Substantive examination 

§  Applicants and examiners exchange written communications stating 
their objections, arguments and amendments. 

§  The applicant must always be given the right to be heard (Art. 113 
EPC). There can be no decision based on objections which have not 
been discussed. 



Final outcome 

§  The application meets the requirements of the EPC:  
  + translation of the claims 
  + payment of grant and publishing fees 
      grant 

 
–  Opposition period begins 
–  Administration goes over to the national offices (+ "Validation") 

 
§  The application does not meet the requirements of the EPC: 
      refusal 

 
–  Adverse decision may be appealed.  



Publication of the European patent 

§ Granted European patents are 
published after the examination 
procedure. 

–  These documents are known as B 
publications (Art. 98 EPC). 

§  Publication of the specification 
informs the public and 

–  defines the granted exclusive right 
(Art. 64 EPC) 

–  enables the opposition procedure 
(Art. 99 EPC) 
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Post-grant procedures 

§  After a European patent has been granted, three procedures may be 
initiated: 

–  opposition 
–  limitation 
–  revocation 

§  These procedures may affect the patent as granted. 



Opposition 

§  Any person may oppose a European patent within nine month of its 
publication. 

§  This procedure provides for a centralised possibility to rectify the grant 
of the patent. 

§  After the opposition period has expired, European patents may be only 
challenged in the individual countries in which they are valid. 



Opposition 

§  A European patent may be opposed if according to the opponent: 

–  the subject-matter of the claims is not new, inventive or industrially 
applicable (Art. 100(a) EPC) 

–  the subject-matter of the claims is excluded from patentability or is not 
regarded as an invention (Art. 100(a) EPC); 

–  the invention is not sufficiently disclosed (Art. 100(b) EPC); and/or 
–  the granted patent goes beyond the original application as filed (

Art. 100(c) EPC). 
 

§ New prior art may be submitted. 

§ Opposition procedures are independent of the examination procedure. 



The opposition division  
 

§  The opposition division consists of 
three members (Art. 19 EPC). 

§  Each decision is the responsibility of 
the division as a whole. 

§  Opposition is an inter-partes 
procedure: 

–  patent proprietor 
–  opponent(s) 



Oppositions in 2009 

Patent 
revoked 

Patent maintained  
in amended form 

Opposition 
rejected 

43.6% 

30.1% 

26.3% 

Oppositions were filed against 4.7% of all granted European patents.  
Over one third of all opposed patents were revoked. 

4.7% Oppositions 

Granted patents 



Limitation procedure (Art. 105 a-c EPC) 

§  At any time after the grant the patent proprietor may request limitation of 
the patent by filing a new set of claims. 

§  The decision to limit the European patent takes effect on the date on 
which it is published in the Bulletin. 

§  The effect of the decision to limit the patent is that the patent is limited 
ab initio in all contracting states. 

§ Opposition proceedings have precedence (R. 93 EPC). 



Revocation procedure (Art. 105 a-c EPC) 

§  The patent proprietor may request revocation of the patent at any time 
after grant. 

§  The revocation applies ab initio to all contracting states in respect of 
which the patent was granted. 



The grant procedure at a glance 

 

Search and search 
report together 

with a preliminary 
opinion on 

patentability 

European 
patent 
application 

Filing and 

formalities 

examination 

Publication of 
the patent 
specification 

Applicant 

European 
Patent 
Office 

Public 

Substantive 

examination 

Grant of a 
European  

patent 
Opposition 
proceedings 

Appeal 
proceedings 

Limitation or 
revocation 
proceedings 

Refusal of the 

application 

Validation in  
the designated  
states 

Publication of 
the application 
and search 
report 

Observations by 
third parties  
possible  
(Article115 EPC) 

Review 



Appeals 

§  Any adverse decision made by the EPO is subject to a two-instance 
procedure. 

§  The department of the first instance - for example, the Receiving 
Section, the examining division or the opposition division - may refuse 
an application or a request. 

§  The party adversely affected may appeal in the second instance. 



Appeal procedure 

The boards of appeal 

§  The EPO's legal boards of appeal and technical boards of appeal 
give independent final rulings on appeals against decisions taken 
during grant and opposition proceedings. They can exercise any 
power within the competence of the department responsible of the 
decision appealed or remit the case to that department for further 
prosecution (Art. 106-111 EPC). 



Appeal procedure 

§  The Enlarged Board of Appeal issues decisions and opinions on 
cases referred to it, either to ensure uniform application of the law or to 
rule on a point of law of fundamental importance (Art. 112 EPC). These 
cases are referred 

–  either by the boards of appeal 

–  or by the President (where two boards have given different decisions) 

§  It also gives decisions on petitions for review of the decisions of the 
boards of appeal (Art. 112a EPC). 

 The Enlarged Board of Appeal 



Conclusion 

The procedure starts with the filing of the documents that form  
the European application. Once this has occurred: 

§  a search is carried out 
§  an examination is conducted 
§  and a decision is taken. 

 
This decision may later be 
 

-  opposed 
-  limited 
-  revoked 
-  appealed 


